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REMARKS 

Applicant has carefully reviewed and considered the Office Action mailed on May 30, 
2003, and tlie refexences cited therewith. No new matter is added by these amendments, and the 
Office has previously considered the scope of the claims as amended. Claim 10 has been 
amended to include some features formerly in claim 19 to more specifically claim Applicant's 
invention. 

Claims 10-37 are amended; as a result, claims 1-37 are now pending in this application, 

^102 Rejection of the Claims 

Claims 10-11, 16-21,26-28 and 30-34 were rejected under 35 USC§ 102(b) as being 
anticipated by Osada et al. (U.S. 5^507,633). Applicant respectTuUy traverses this rejection and 
requests the Office to consider the following. 

All the reasons for lack of anticipation, set forth in the amendment filed March 18, 2003, 
are incorporated herein by reference. 

"A claim is anticipated only if each and every clement as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference." (Verdegaal Bros, v. 
Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 1987), 
M.P.E.P. §2131, 8'^ Ed., R$v, 1). 

Independent claims 10 and 26 as amended include a preform comprising a thermosetting 
resin and at least about 50% by weight of a graphite filler material. The Office has admitted that 
during previous examination, it considered and gave patentable weight to the preform limitation 
(Office Action at page 5), Osada is devoid of this limitation. Because Osada does not teach, 
either expressly or inherently, the preform as claimed^ these claims are not anticipated. 
Withdrawal of the rejections is respectfully requested. 

SI 03 Rejection of the Claims 
Claims 12-15, 22-25, 29 and 35-37 were rejected under 35 USC § 103(a) as being 
unpatentable over Osada et al., as applied to claims 10-1 1, 16-21, 26-28 and 30-34 in view of 
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Swanson (U.S. 4,751,029). Applicant respectfully traverses this rejection and requests the Office 
to consider the following. 

All the reasons for lack of obviousness, set forth in the amendment filed March 1 S, 2003^ 
are incorporated herein by reference. The Office has admitted that during previous examination, 
it considered and gave patentable weight to the preform limitation (Office Action at page 5). 

To establish a prima facie ca$e of obviousness, three basic criteria must be met. Firsts 
there must be some suggestion or motivation, either in the references themselves or in the 
knowledge generally available to one of ordinary skill in the art, to modify the reference or to 
combine reference teachings. Second, there must be a reasonable expectation of success. 
Finally, the prior art reference (or references when combined) must teach or suggest all the claim 
limitations. The teaching or suggestion to make the claimed combination and the reasonable 
e?tpectation of success must both be found in the prior art, and not based on applicant's 
disclosure. In re Vaeck, 947 F,2d 4SS, 20 USPQ2d 1438 (Fed. Cir. 1991). (M-P,E,P, § 2143 S^^' 
Ed, Rcv.l). 

Were Osada to include the graphite-filled resin as claimed in the instant application, his 
intended purpose would be destroyed due to shorthig between leads through the graphite. An 
application of Osada to Swanson to combine and teach what is claimed by Applicant, 
exacerbates this shortcoming because Swanson teaches and prefers "reflective metallic particles 
uniform iy distributed therein" . 

Regarding the first criterion^ any purported motivation in the references themselves or in 
the knowledge generally available to one of ordinary skill in the art, to combine the reference 
teachings would be stifled by realization that any metallic particles in Swanson would destroy 
the purpose for Osada's technology. The motivation to combine Osada with Swanson therefore 
comes from Applicant's disclosure, and not from the references. Withdrawal of the rejections is 
respectfully requested. 

Regarding the second criterion, Applicant respectfully disagrees that there would be any 
expectation of success (Office Action at page 4) in combining Osada with Swanson, that would 
overcome the destruction of Osada's technology thereby. The claimed subject matter as a whole 
is therefore not achievable by combination of Osada with Swanson^ and expectation of success, 
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if any comes from Applicant's disclosure and not from the combination of Osada with Swanson. 
Withdrawal of the rejections is respectfully requested. 

Regarding the third criterion. Applicant notes that Osada and Swanson are devoid of at 
least of teaching the limitation of a grapliite-fillcd preform as claimed. The references when 
combined, therefore do not teach or suggest all the claim limitations. Withdrawal of the 
rejections is respectfully requested. 

CONCLUSION 

Applicant respectfully submits that the claims are in condition for allowance and 
notification to that effect is earnestly requested. The Examiner i$ invited to telephone 
Applicant's attorney John Greaves at 801-27S-9171 (612), or the undersigned at 612-373-6970, 
to facilitate prosecution of this application. 

If necessary, please charge any additional fees or credit overpayment to Deposit Account 
No. 19-0743. 




Respectfully submitted^ ^ ^ 

NEALA.BENKOFSKEETAL. \ 
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P.O. 30x2938 
Minneapolis,_MN 55402 
(612) 373, 




Date ^x^^^^^^^^Z^^nj, % ^ ^ 

' " Charles E. Steffey 
Reg. No. 25,179 

TTie undersigned here))y certifies that lhi£ coTTcspniidcncc is being irajifimitlcd by facsimile (FAX NO. '^^^^ ^/^^/'^y to: 
Atm.: Exainmer Thukbank Nj^iyen, (jAU 1722, Mail St^xp AF, Commissioner of Patents, P.O.Box 1450, Alcxendria. Va 223 13-1450, on this 
2nd day of ■SeTJtcmT>cr, 2003 (Tuejd^v faUDwins a Federal holidtiy). ■ 

Candis B. Buendina C^-e^ fB 

Name Signature 




Received from < 612 339 3081 > 31912/034:34:44 PM [Eastern Daylight Time] 



